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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 



1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 30 
October 2007 has been entered. Claims 1,4-15 and 17-22 are pending. 

Response to Arguments 

2. Applicant's arguments filed 30 October 2007 with respect to claims 1,4-15 and 
17-22 have been fully considered but they are not persuasive. 

The applicant states on page 7 of the response that Kawa et al. does not teach 
the claimed limitations of the independent claims as amended. Specifically, on page 8 
of the response, the applicant states that the Office Action used Figure 3(b) of Kawa et 
al. to depict an internal surface having a receiving portion, and that Figure 3(b) of Kawa 
et al. depicts a flat internal surface and therefore Kawa does not teach of the internal 
surface having a receiving portion comprising a concave portion. The examiner 
respectfully disagrees. The examiner agrees that Figure 3(b) does not show this 
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feature of the claims, however, the applicant had already claimed this feature in claim 4, 
where the examiner explained in the rejection that Paragraph [0025] states that the 
material where the track pad 53 is located should be made to be thin, which means that 
if that it is thin and the rest of the surface is thicker, then this portion will be concave. 
Therefore, even though Figure 3(b) does not show this feature, Kawa still discloses the 
feature, and thus the rejection is maintained. 

Claim Objections 

3. Claims 4 and 17-18 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 4 recites 
that the receiving portion has a concave portion, however, claim 1 already recites this 
feature. Claims 17 and 18 both state that there is a flange on the external surface, and 
the flange surrounds the surface correspond to the receiving portion, which is already 
claimed in claims 20 and 22, respectively. 

4. Claims 17-18, 20 and 22 are objected to because of the following informalities: 
the claim both state: "...flange surround the surface correspond to the receiving portion" 
which should be changed to recite: : "...flange surround the surface corresponding to 
the receiving portion". Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 17 and 18 recite the limitation "the identifier". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

8. Claims 1, 4 and 19 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Kawa et al. (JP 2002-297309). 

Regarding claim 1, Kawa et al. disclose a notebook computer with a hidden 
touch pad (Drawing 1), comprising: 

a main portion including a housing portion (Drawing 1 shows body 2 which is a 
housing portion.), 
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wherein the housing portion further includes an internal surface having an 
receiving portion comprising a concave portion (Drawing 3b and paragraph [0023] 
explain that the body 2 has the surface shown as item 54 in the drawing, and that this 
internal side has a portion for receiving the touch pad. Paragraph [0025] states that the 
material where the track pad 53 is located should be made to be thin, which means that 
if that it is thin and the rest of the surface is thicker, then this portion will be concave.), 

a display connected to the main portion in a rotatable manner (Drawing 1 shows 
display section 3); and 

a touch pad disposed onto the concave portion (Drawing 3b shows thattouchpad 
portion 53 is received by the body 2. Paragraph [0025] states that the material where 
the track pad 53 is located should be made to be thin, which means that if that it is thin 
and the rest of the surface is thicker, then this portion will be concave and the track pad 
will be disposed on this concave portion.); 

wherein the receiving portion of the internal surface prevents the touch pad from 
being exposed to an atmosphere outside of the housing portion (Paragraph [0024]). 

Regarding claim 4, Kawa et al. disclose the notebook computer as claimed in 
claim 1, wherein the receiving portion has a concave portion (Paragraph [0025] states 
that the material where the track pad 53 is located should be made to be thin, which 
means that if that it is thin and the rest of the surface is thicker, then this portion will be 
concave.). 
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Regarding claim 19, Kawa et al. disclose the notebook computer as claimed in 
claim 1, wherein the housing portion further includes an external surface (Drawing 3b 
and paragraph [0023] explain that the body 2 has the surface shown as item 54 in the 
drawing.). 



Claim Rejections - 35 USC § 103 



9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawa et al. (JP 2002-297309). 
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Regarding claim 7, Kawa et al. disclose the notebook computer as claimed in 
claim 1. 

Kawa et al. fail to teach of the notebook computer wherein the thickness of the 
receiving portion is about 0.5-0. 8mm. 

However, since it is not shown in the specification how this specific range proves 
to be beneficial to the overall device, it would have been obvious to "one of ordinary 
skill" in the art at the time the invention was made to make the thickness of the receiving 
portion between .5-.8 mm since a notebook computer is portable and it is important to 
have the overall size of the notebook computer be relatively small meaning that all the 
components located inside of the computer would also need to be small. 

Regarding claim 8, Kawa et al. disclose the notebook computer as claimed in 
claim 1. 

Kawa et al. fail to teach of the notebook computer wherein the difference 
between the thickness of the receiving portion and that of a portion, adjacent to the 
receiving portion, of the housing is about 0. 7-1.0 mm. 

However, since it is not shown in the specification how this specific range proves 
to be beneficial to the overall device, it would have been obvious to "one of ordinary 
skill" in the art at the time the invention was made to make the difference between the 
thickness of the receiving portion and that of a portion, adjacent to the receiving portion, 
of the housing to be about 0.7-1.0 mm because it is important for the housing to keep a 
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relatively small size but still be thicker than other components in the computer such that 
the internal components are protected properly. 

Regarding claim 9, Kawa et al. disclose the notebook computer as claimed in 
claim 1. 

Kawa et al. fail to teach of the notebook computer wherein a ratio between the 
thickness of the receiving portion and the thickness a portion, adjacent to the receiving 
portion, of the housing is about 1/3-1/2. 

However, since it is not shown in the specification how this specific range proves 
to be beneficial to the overall device, it would have been obvious to "one of ordinary 
skill" in the art at the time the invention was made to make the ratio between the 
thickness of the receiving portion and that of a portion, adjacent to the receiving portion, 
of the housing to be about 1/3-1/2 mm because it is important for the housing to keep a 
relatively small size but still be thicker than other components in the computer such that 
the internal components are protected properly. 

12. Claims 17 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawa et al. (JP 2002-297309) in view of Garner (US 6,501 ,462). 

Regarding claim 20, Kawa et al. disclose the notebook computer as claimed in 
claim 29. 
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Kawa et al. fail to teach that the housing includes a flange on the external surface 
surrounding a surface corresponding to the receiving portion. 

Garner discloses of a notebook computer wherein the housing further includes a 
flange on the external surface, and the flange surrounds the surface correspond to the 
receiving portion (Figure 1, item 39 and column 4, lines 5-12. The examiner interprets 
that item 39 is a flange which surround the touch pad portion item 35.). 

Therefore it would have been obvious to "one of ordinary skill" in the art at the 
time the invention was made to use the flange taught by Garner with the notebook 
computer taught by Kawa et al. in order to provide improved tactile feedback such that 
the touchpad can be found without looking for it with the eye. 

Regarding claim 17, Kawa et al. disclose the notebook computer as claimed in 
claim 20. 

Garner discloses of a notebook computer wherein the housing further includes a 
flange on the external surface, and the flange surrounds the surface correspond to the 
receiving portion (Figure 1, item 39 and column 4, lines 5-12. The examiner interprets 
that item 39 is a flange which surround the touch pad portion item 35.). 

13. Claims 5-6 and 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawa et al. (JP 2002-297309) in view of Keely, JR. et al. (US 2002/0063694). 
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Regarding claim 5, Kawa et al. disclose the notebook computer as claimed in 
claim 1. 

Kawa et al. fail to teach of the notebook computer further comprising: an 
adhesive member adhering the touch pad to the receiving portion. 

Keely, JR. et al. disclose of a notebook computer further comprising: an adhesive 
member adhering a touch pad to the outer surface opening (Paragraph [0041]). 

Therefore it would have been obvious to "one of ordinary skill" in the art at the 
time the invention was made to adhere the touch pad using adhesive as taught by 
Keely, JR. et al. to the outer edges of the receiving portion of the notebook computer 
taught by Kawa et al. in order to provide the desired stiffness, producing permanent 
alignment, shock control, the spread of impact forces along the edges, and liquid seal, 
with minimum cost, weight, and number of parts. 

Regarding claim 6, Kawa et al. and Keely, JR. et al. disclose the notebook 
computer as claimed in claim 5. 

Keely, JR. et al. also discloses wherein the touch pad is closely adjacent to the 
outer surface opening via the adhesive member, thereby eliminating any gap between 
the outer surface opening and the touch pad (Paragraph [0041]. The examiner 
interprets that when anything is sealed with an adhesive such that liquids are prevented 
from entering that the gap between the two items is eliminated.). 
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Regarding claim 10, this claim is rejected under the same rationale as claims 1 

and 5. 

Regarding claim 11, this claim is rejected under the same rationale as claims 5 

and 6. 

Regarding claim 12, this claim is rejected under the same rationale as claim 7. 

Regarding claim 13, this claim is rejected under the same rationale as claim 8. 

Regarding claim 14, this claim is rejected under the same rationale as claim 9. 

Regarding claim 15, Kawa et at. and Keely, JR. et al. disclose the method as 
claimed in claim 10. 

Kawa et al. and Keely, JR. et al. fail to teach of the method wherein the housing 
is formed by injection molding. 

However, it would have been obvious to "one of ordinary skill" in the art at the 
time the invention was made to form the housing using injection molding since it is well 
known that the injection molding process has high production rates, allows design 
flexibility, has relatively low labor, and has minimum scrap losses. 

Regarding claim 16, this claim is rejected under the same rationale as claim 4. 
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Regarding claim 21, this claim is rejected under the same rationale as claim 19. 

14. Claims 18 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawa et al. (JP 2002-297309) in view of Keely, JR. et al. (US 2002/0063694) and 
further in view of Garner (US 6,501 ,462). 

Regarding claim 22, Kawa et al. and Keely, JR. et al. disclose the notebook 
computer as claimed in claim 21. 

Kawa et al. and Keely, JR. et al. fail to teach that the housing includes a flange 
on the external surface surrounding a surface corresponding to the receiving portion. 

Garner discloses of a notebook computer wherein the housing further includes a 
flange on the external surface, and the flange surrounds the surface correspond to the 
receiving portion (Figure 1, item 39 and column 4, lines 5-12. The examiner interprets 
that item 39 is a flange which surround the touch pad portion item 35.). 

Therefore it would have been obvious to "one of ordinary skill" in the art at the 
time the invention was made to use the flange taught by Garner with the notebook 
computer taught by the combination of Kawa et al. and Keely, JR. et al. in order to 
provide improved tactile feedback such that the touchpad can be found without looking 
for it with the eye. 
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Regarding claim 18, Kawa et al. and Keely, JR. et al. disclose the notebook 
computer as claimed in claim 22. 

Garner discloses of a notebook computer wherein the housing further includes a 
flange on the external surface, and the flange surrounds the surface correspond to the 
receiving portion (Figure 1 , item 39 and column 4, lines 5-12. The examiner interprets 
that item 39 is a flange which surround the touch pad portion item 35.). 

Conclusion 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen G. Sherman whose telephone number is (571) 
272-2941. The examiner can normally be reached on M-F, 8:00 a.m. - 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amr Awad can be reached on (571) 272-7764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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